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Remarks 

Claims 1-42 were pending. Due to the restriction requirement, claims 7, 10-16, 18-35, 37 
and 41-42 are cancelled without prejudice to prosecution in a future application. Claim 2 was 
cancelled and incorporated into claim 1. Claims 43-48 were added. Therefore, claims 1, 3-6, 
8-9, 17, 36, and 38-40 and 43 - 48 are now pending. 

Applicants thank Examiner Tung for allowing Groups I, II VI, and VII to be examined in 
the same application. 

Summary of Telephone Interview 

A telephone interview was conducted with Examiner Tung and Applicants' 
representative Sheree Lynn Rybak, Ph.D. on May 28, 2004. During this interview, the following 
claim rejections were discussed. Applicants agreed to amend claims 38-40 so that they refer to 
SEQ ID NO: 1. However, it was explained to the examiner that SEQ ID NO: 39 is not new 
matter, as it is clearly shown in FIG. 7. 

Applicants also agreed to amend claims 5-6 to include the missing steps, and to amend 
claims 8-9 and 17 to remove references to the non-elected invention. 

The 35 U.S.C. § 102(b) and § 103(a) rejections were discussed. Applicants agreed to 
introduce the hybridization language of claim 2 into independent claims 1 and 36. The examiner 
agreed that this would overcome the§ 102(b) rejection. To overcome the § 103(a) rejection, 
Applicants' representative explained to the examiner that although the CCC triplet that would 
hybridize to the GGG sequence of SEQ ID NO: 1, this CCC sequence would not encode a 
peptide having tissue repair capabilities (since it only encodes a single amino acid), and further, 
that even longer sequences that included CCC would not hybridize to SEQ ID NO: 1 under the 
conditions provided because the similarity between SEQ ID NO: 1 and TGF-P is low. Examiner 
Tung suggested submitting an alignment of the two sequences, showing the low degree of 
similarity between SEQ ID NO: 1 and TGF-j3. An alignment of the sequence is shown in 
Exhibit A. 

Claim amendments 

Claim 1 was amended to include the language of claim 2. 
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Claim 3 was amended due to the cancellation of claim 2. 

Claims 4, 8, 9, and 17 were amended to change the capital "c" in the term "claim" to a 
lowercase. 

Claims 5 and 6 were amended to include the omitted step. Support can be found in 
claims 5 and 6. 

Claims 8, 9, and 17 were amended to remove the peptide language in view of the 
restriction requirement. 

Claim 36 was amended to include the language of claim 2. 

Claims 38-40 were amended to change SEQ ID NO: 39 to SEQ ID NO: 1. Support can 
be found on page 5, lines 19-23. 

New Claims 

Support for the new claims can be found throughout the specification. For example: 
Claim 43: page 4, line 24- page 5, line 6 and SEQ ID NOS: 2 and 3. 
Claims 44-45: page 4, lines 12-17 and lines 24-31; page 5, lines 19-28. 
Claims 46-47: FIG. 7 and claim 36. 
Claim 48: page 4, lines 15-17 and lines 24-26. 

Claim objections 

Claims 2 5 4, 8, 9 and 17 were objected to because the first letter of the term "claim" was 
capitalized. Applicants have cancelled claim 2 and amended claims 4, 8, 9 and 17 so that the 
entire term "claim" is in lowercase. Therefore, Applicants request that these claim objections be 
withdrawn. 

35 U.S.C. § 112 y first paragraph 

Claims 38-40 were rejected under § 1 12, second paragraph, on the ground that the claims 
fail to comply with the written description requirement. Applicants have amended these claims 
so that they refer to SEQ ID NO: 1 instead of SEQ ID NO: 39. Support can be found on page 5, 
lines 19-23 of the specification. In view of these claim amendments, Applicants request that the 
35 U.S.C. § 1 12, first paragraph rejection be withdrawn. 
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35 U.S.C. § 112, second paragraph 

Claims 5-6 were rejected under 35 U.S.C. § 1 12, second paragraph, on the ground that 
the claims omitted an essential step. Applicants have amended these claims to include the 
omitted step. 

Claims 8-9 and 17 were rejected under 35 U.S.C. § 1 12, second paragraph, on the ground 
that the claims include both nucleic acid and protein language. In view of the restriction 
requirement, Applicants amended these claims to remove references to proteins, without 
prejudice to prosecution in a future application. 

In view of these claim amendments, Applicants request that these 35 U.S.C. § 1 12, 
second paragraph rejections be withdrawn. 

35 U.S.C. § 102(b) 

Claims 1, 3-4, 17, and 36 were rejected under 35 U.S.C. § 102(b) as anticipated by 
Derynck et al (U.S. Patent No. 5,482,851). Applicants disagree and request reconsideration. 

Claims 1 and 36 now contain the hybridization language of claim 2. Since Derynck et al 
do not disclose the hybridization conditions of claims 1 and 36, Derynck et al does not 
anticipate the claims. 

Even without the hybridization language, Derynck et ah does not anticipate the claims 
because claims 1 and 36 are directed to nucleic acid molecules that encode a tissue repair 
protein. The three nucleotides of TGF-p disclosed in Derynck et al that will hybridize to SEQ 
ID NO: 1 do not encode a tissue repair protein. In fact, these three nucleotides only encode a 
single amino acid. Furthermore, the complementary region of SEQ ID NO: 1 is upstream of the 
open reading frame of SEQ ID NO: 1, and is not found in SEQ ID NO: 39. 

Because Derynck et ah do not disclose the hybridization conditions specified in claims 1 
and 36, and do not disclose a sequence that can hybridize to SEQ ID NO: 1 or 39 which encodes 
a tissue repair protein, Derynck et ah does not anticipate the claims of the present invention. 
Therefore, Applicants request that the 35 U.S.C. § 102(b) rejection be withdrawn. 

35 U.S.C. § 103(a) 

Claim 2 was rejected under 35 U.S.C. § 103(a) as obvious in view of Derynck et al. 
Claim 2 has been cancelled, making this rejection moot. However, claim 1 is also not obvious in 



Page 7 of 9 



•I 4 

WDN:SLR 06/08/04 280576.doc Attorney Reference Number 5585-59367-01 

PATENT Application Number 09/869,564 

view of Derynck et aL because the level of stringency provided in the claim is greater than that 
provided in Derynck et aL, and would thus make it even less likely that the TGF- p sequence 
provided in Derynck et al would hybridize to SEQ ID NO: 1 or 39. As shown in Exhibit A, 
TGF- p has a low amount of similarity to SEQ ID NO: 1 and 39. Therefore, the higher 
stringency conditions provided in the claim make it less likely that the sequences disclosed in 
Derynck et aL will hybridize to the nucleic acid molecules claimed. 

Similarly, fragments of TGF-p including the CCC sequence will not likely hybridize to 
SEQ ID NO: 1 . For example, shown below is an alignment of 30 nucleotides of porcine TGF- p 
shown in FIG. 4A of Derynck et aL and SEQ ID NO: 1, including the region of hybridization 
noted in the Office action (underlined). Regions of complementarity where hybridization could 
occur are shown. Only 1 1 of the 30 nucleotides could hybridize, indicating a similarity of less 
than 37%. Those skilled in the art would not expect hybridization between sequences with such 
low similarity under the stringent condition provided in the claims. 

TGF -IS (nt 22-51 of GenBank X14150) catggagaagaaacccagagcttcaaggca 

I I I 1 1 1 1 1 1 1 1 

nt 44-73 of SEQ ID NO: 1 gcgacctgccggtgggaactttgtctccga 

Claims 8-9 were rejected under 35 U.S.C § 103(a) as obvious in view of Derynck et aL 
in view of Rolland et al. (U.S. Patent 6,184,037). However, for the reasons explained above, 
Derynck et aL does not render the claimed invention obvious. 

Because Derynck et aL, alone or in combination with other references, do not provide 
conditions that would permit hybridization between the TGF- P sequence provided in Derynck et 
aL and the claimed nucleic acid molecules, the claimed invention is not obvious. Therefore, 
Applicants request that the 35 U.S.C. § 103(a) rejections be withdrawn. 

Sequence Rules 

SEQ ID NO: 39 is a nucleic acid sequence showing the open reading frame of SEQ ID 
NO: 1. The sequence listing filed on August 1, 2001 did not include SEQ ID NO: 39. The 
sequence listing filed on October 1, 2001 included SEQ ID NO: 39. Please use the sequence 
listing filed on October 1, 2001 that includes SEQ ID NO: 39. 
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Although SEQ ID NO: 39 was not provided in the sequence listing originally filed, the 
sequence provided in SEQ ID NO: 39 was provided in FIG. 7 as published in the PCT 
application. Therefore, SEQ ID NO: 39 is not new matter. Applicants request that the sequence 
listing showing SEQ ID NO: 39 be used, as it does not include new matter. 



United Kingdom application 9900167.9 filed January 6, 1999 does not have FIG. 7, 
which specifically discloses FIG. 7. Therefore, the priority date for SEQ ID NO: 39 is January 6, 
2000. 

If any matters remain before a notice of allowance is issued, the examiner is invited to 
telephone the undersigned. 



One World Trade Center, Suite 1600 
121 S.W. Salmon Street 
Portland, Oregon 97204 
Telephone: (503) 226-7391 
Facsimile: (503) 228-9446 



Priority 



Respectfully submitted, 



KLARQUIST SPARKMAN, LLP 
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